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DISCLAIMER

This paper is intended only as a general summary of the relevant law, and whilst care has been
taken to ensure its accuracy, no responsibility can be accepted by RGC Jenkins & Co. for errors
or omissions, however caused, or for any loss to any person as a result of material included in
this paper or action taken in reliance thereon. You should contact us, or your usual advisors,
directly if you require advice on any aspect of intellectual property.

Please note that this paper is subject to Copyright, and that the Copyright is owned by RGC
Jenkins & Co. Copying of this paper, or a substantial part of this paper, without the explicit
written permission of RGC Jenkins & Co. is strictly prohibited.
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EXECUTIVE SUMMARY

This paper has been prepared with a number of aims. Firstly, it seeks to provide the reader with a basic
understanding of Intellectual Property Rights - the types of rights available, and what you need to do to obtain
them. Secondly, it aims to delve into the detail of the patent application system, and to provide practical
assistance for those seeking to approach a patent attorney for the first time. Finally, it seeks to provide a
working guide as to what you should do to ensure that your Intellectual Property is protected by every means
available to you, by instigating an effective IPR policy.

Intellectual Property Law is a large continuously changing field of law. This document will provide a guide to
that field, but it is by no means exhaustive. Your best advice is to seek appropriate professional assistance
whenever the question of intellectual property rights arises.

Sections 1 to 7 of the following paper provide a guide to the types of IPR available. Section 8 details the patent
system, and the patent application process. Section 9 provides assistance for making use of the patent system
as a valuable technical resource, and Section 10 gives guidance on going to see a patent agent. Section 11
provides a brief introduction on IPR infringement, and Section 12 explains who R.G.C. Jenkins & Co are, and
what services the firm offers.

1. WHAT IS INTELLECTUAL PROPERTY

"Intellectual property"”, whilst sometimes being called "industrial property", should not be confused with the
buildings, manufacturing plant or other more tangible physical assets of a company.

Intellectual property, as the name suggests, is principally intangible, and can generally be defined as the creative
product of the human mind. In the industrial arena, intellectual property resides most commonly in the
inventions and industrial designs which underpin a company's technological position. In the wider marketplace,
intellectual property resides additionally in copyright, registered and unregistered design rights, and in trade
marks and service marks.

Just as the author of a book or the composer of a musical work needs to have protection for the intellectual
property which is the unique product of his creative talent in order that he can survive and progress, so a
technology company - whose position in an increasingly technological world is dependent upon its ability to
keep a competitive edge - must be able to retain its technological innovation, and must have access to a strong
legal framework for protecting that innovation. This is particularly the case for the United Kingdom, which has a
strong and continuing reputation for technological innovation, if the position of the United Kingdom as an
offshore island somewhat remote from the markets of Europe is not to dictate against the success of our
technological industries.

The Patents system, in particular, has evolved to provide a degree of protection for technological innovation
which strikes a balance between rewarding innovation, as an incentive to further innovation, without stifling
competition and preventing the wider use of technology in general.

Intellectual innovation is not limited to technical inventions of course. In many industries, such as retailing and
service industries for example, more aesthetic properties such as the design or the look and feel of a product, or
the trade or service marks associated with a product form a valuable component of a company's intellectual
property portfolio, either on their own or in conjunction with other forms of protection such as patents.

© 2009 RGC Jenkins & Co. 1



2. WHAT FORMS OF PROTECTION ARE AVAILABLE?
In brief, commercial creativity can be protected by one of more of the following:

i Copyright and [Unregistered] Design Right,

ii. Common Law Rights in Passing-off and Confidential Information.
iii. Trade Marks,

iv. Registered Designs, and

V. Patents for inventions.

Patents, registered designs, and registered trade or service marks are registered rights, and as such there is a
rigorous application procedure that has to be followed in order to obtain the grant of the requisite protective
right. Copyright, unregistered design right and common law rights, on the other hand, are automatic rights that
come into being with the production of an original artistic or literary work without any formal application or
registration procedure.

3. COPYRIGHT AND [UNREGISTERED] DESIGN RIGHT
3.1 What is Copyright?

As the name implies, copyright is the right to prevent someone else from copying a work without
permission; the emphasis here is on the word "copying" because if someone else produces the same or
a substantially similar work, but produces it quite independently and without copying, then no question
of infringement of copyright arises. In general terms, Copyright exists to provide protection for the
particular expression of a given idea, but it should be noted that it does not provide protection for the
idea itself. The upshot of this is that it would not be an infringement of Copyright for someone else to
use your idea, so long as the way they express that idea is not a copy of or copied from the particular
way that you have chosen to express your idea.

Copyright subsists in all original (i.e. not copied) literary, dramatic, musical, and artistic works; as well as
in sound recordings, films, broadcasts (whether by cable or otherwise) and the typographical
arrangement of published editions.

Literary works are defined in the 1988 Copyright, Designs and Patents Act as any works which are
written, spoken or sung and specific reference is made to the fact that tables or compilations and
computer programs are considered as being literary works. Artistic works are defined as graphic works,
photographs, sculptures or collages (irrespective of artistic quality), works of architecture (i.e. buildings
or models of buildings), or a work of artistic craftsmanship. Graphic works are defined as including
paintings, drawings, diagrams, maps, charts, plans, engravings, etchings, lithographs, woodcuts or other
similar works.

Copyright confers on the owner the right to control the exploitation of the original work. The right
covers copying or reproducing, adapting, publishing, performing and broadcasting of the work or a
substantial part of it. In general, the author of a given work is the first owner, although if that Author is
employed then the Employer will own the copyright.

One point of particular importance is that a person or company who commissions another person or
company to produce an artistic work does NOT acquire ownership of the copyright in that work. For
example, if you were to commission an architect to design some new offices, then the architect would
retain - without an agreement to the contrary - the copyright in the plans, drawings and models he
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manufacturers and traders.

Such grants were signified by "Letters Patent" (effectively an open letter marked with the King's Great
Seal), and the earliest known English patent for invention was granted by Henry VI in 1449. The patent
gave the inventor a 20-year monopoly for a method of making stained Flemish glass, and was granted
principally because the inventor did not want to disclose his method of glass manufacture in case it was
copied.

The underlying principle of the patents system has not changed since its inception. In general terms, a
patent is a territorial monopoly granted by the state in exchange for a full disclosure of the invention. In
this way, the patents system encourages inventors to disclose their inventions (rather than keeping
them secret), and so promotes technical innovation.

When a UK patent is granted, the owner of the patent right (the patentee) obtains an exclusive right to
stop others from making, selling or using the invention in the UK. Patents can last for up to 20 years, but
annual renewal fees must be paid once the patent is four years old. Patents for pharmaceutical
products can obtain an extension of this basic 20 year term to account for the many years in which a
new pharmaceutical is tested before being made generally available to the marketplace.

The exclusive right granted by a patent can be exercised in a variety of different ways. If the patentee is
a manufacturing company and the patent relates to a product of the company, then the patent can be
used to prevent anyone else from manufacturing the same or a similar product.

Patents, in common with other kinds of property, can be bought or sold. Patent rights can also be
licensed, to provide royalty income, or even mortgaged as security for investment in the company.

An important, often misunderstood point is that a patent does not provide the patentee with the right
to do something. A patent, as explained above, only provides the patentee with the exclusive right to
stop others from making, selling or using the patented invention. This means that the grant of a patent
does not mean that the patentee is free to use the invention without fear of infringing anyone else's
patent, he is only able to prevent others from making, using or selling his invention. It is often the case
that the inventor of an improvement to core technology will require a licence from the patentee of that
core technology, before he can exploit his improvement.

7.2 What sort of things are Patentable?

We have all doubtless heard it said that "ideas" are not patentable, so it is not enough just to think of a
good idea and patent it. There is some truth in this, but it is far from the whole truth.

For example, one might think it a good idea to design robots which can "see" and which are sufficiently
"intelligent" to undertake assigned tasks. However, you will not be able to obtain a patent if you simply
file an application claiming as your invention "intelligent, seeing robots" but without the faintest
suggestion as to how to make one, and then sit back and wait for the royalty payments to pour in when
the technology has advanced to the point where "intelligent, seeing robots" can be made.

On the other hand, if you have worked on the basic idea and have found that a particular kind of vision
system and a controller which analyses the data from the vision system and feeds it back to the robot
controls is a viable way of putting the basic idea of an "intelligent, seeing robot" into practical effect,
then you may be able to obtain a patent - assuming that the statutory conditions for patentability are
satisfied.

© 2009 RGC Jenkins & Co. 8



Section 1 of the 1977 UK Patents Act stipulates that a patent may be granted for an invention only if:

(a) the invention is new;

(b) it involves an inventive step;

(c) it is capable of industrial application; and

(d) it does not fall within a number of excluded categories.

The test for novelty is absolute, which means that if your invention is known anywhere in the world
before the date of filing of your patent application, whether in a printed publication or by prior use or in
any other form, then your invention is not validly patentable. This novelty requirement applies just as
much to one's own disclosures, so if you tell anyone about your invention without binding them to
confidentiality before you file your patent application or if you publicise your invention in a marketing
leaflet or at a technical symposium before you file your patent application, you will be jeopardizing your
prospects for obtaining valid and enforceable patent protection.

The novelty requirements are strictly enforced by the Courts. In one extreme example, a journal which
was placed in a public library before the filing date of a patent but which was not requested by any
member of the public until after the filing date of the patent, was held to anticipate (i.e. destroy the
novelty of) the patented invention. The reasoning followed in this case was that the placing of the
journal in the library "made the invention available to the public", and once this had been done the
guestion as to whether or not the journal was actually viewed becomes irrelevant.

The golden rule therefore, if you value your invention and do not wish to jeopardise your
chances of protecting it, is not to tell anyone other than your Patent Agent about your

invention until your patent application is safely on file.

If, by virtue of the nature of the invention, it is imperative that you talk to another company for example
to see whether or not it is technically feasible to manufacture a component of your invention in a new
high-specification material, then talk to your Patent Agent FIRST and ask his advice on the drawing up of
a confidentiality agreement. Disclosures under the umbrella of a confidentiality agreement, so that the
person to whom the invention is disclosed is constrained to keep it confidential, do not breach the
novelty requirement for patentability. Be wary, however, and do not tell anyone about your invention
before you file your patent application unless it is unavoidable that you should do so.

It might well be asked how, when the requirements for novelty are so onerous, anyone can ever know
before he files his patent application that it is absolutely novel and has never before been known or
used anywhere in the world. The answer is that you cannot be sure, but you should not be discouraged
by this uncertainty from seeking to protect what you yourself perceive as being an invention. The skilled
researcher or development engineer, working in his laboratory, is to be presumed to have a pretty good
idea as to what has been done before and if his hunch is that his work is novel and inventive, then that
should be sufficient to justify the relatively modest expense of a patent application filed initially in the
UK only. There obviously are occasions when something that was thought to be quite new turns out to
have been done before, but such occasions are thankfully rare and it is seldom that a commercially
valuable patentable distinction cannot be drawn between the invention that is sought to be protected
and what has been shown by the Examiner's search to have been done before.

One important point to bear in mind is that the novelty requirements of the UK and European systems
are not applied in all jurisdictions. In the US and Canada, for example, grace periods are provided in
which a public disclosure of an invention will not invalidate a later application. All may not be lost,
therefore, if you have inadvertently disclosed your invention - your patent agent will be able to tell you
in which countries you may still be able to get valid protection.

© 2009 RGC Jenkins & Co. 9



Given that we have an invention that passes the novelty test, what then of inventive step, industrial
application and the excluded categories? Simply stated, an invention embodies an inventive step if as
compared to what is already known, it would not be obvious to someone with a good knowledge and
experience of the relevant subject. Stated differently, if an invention gives rise to some measure of
surprise in the mind of an appropriately skilled person when they first hear of it, then the invention
might be considered to involve an inventive step. The requirement for industrial application means that
the invention must take the practical form of an apparatus or device, a product such as some new
material or substance, or an industrial process or method of operation, and is intended to exclude from
patentability purely intellectual or aesthetic activities as compared to things that are essentially useful
and practical.

Methods of treatment of the human or animal body by surgery or therapy, or of diagnosis practised on
the human or animal body, are considered not to be capable of industrial application despite their
evident practicality and usefulness, but they are essentially a special case. The excluded categories of
non-patentable inventions include discoveries, scientific theories and mathematical methods as such
(the practical implementation of such discoveries etc may well be patentable), any kind of purely
aesthetic creation that serves no practical purpose (though a patent was granted for a blue squash ball
which proved to be easier to follow with the eye than the customary green or black ball), and schemes,
rules or methods as such for performing a mental act, playing a game or doing business.

Computer programs, as such, are also excluded from patentability under the 1977 UK Patents Act, being
considered more suitable subject matter for protection under the law of copyright. The scope of this
exclusion has been the subject of much debate and has given rise to controversy - although both the UK
Patent Office and the European Patent Office now appear to be working to the same rulebook. The US
Patent Office, on the other hand, takes a much more relaxed attitude altogether - and not only having
regard to the patentability of computer programs.

Generally speaking, it is established law in the United Kingdom and Europe (despite what you might
hear to the contrary) that a computer program which achieves a technical effect may be considered to
be patentable. This is the case when the program is claimed in conjunction with other technical means,
as well as when the program is claimed in isolation.

The leading case law setting out what is, and is not, patentable in respect of Computer Programs states
that in general terms a computer program will be deemed to be patentable if the program is such that
when run on a computer it produces a technical effect which is more than would necessarily follow
merely from the running of any program on a computer. The full copy of the notice recently published
by the Patent Office which confirms that claims to computer programs will now be accepted (provided
of course that they meet the novelty and inventive step requirements mentioned above) can be viewed
online at:

http://www.patent.gov.uk/patent/notices/practice/computer.htm

8. OBTAINING A PATENT
8.1 How is a UK Patent obtained?
Having made an invention which you think is novel and inventive (it is unlikely that any inventions
deriving from an industrial company operating in the technological field will fall foul of the requirement

for industrial applicability or be within an excluded category), the golden rule is not to tell anybody
outside of your own company or corporate group about it, apart from your Patent Agent.

© 2009 RGC Jenkins & Co. 10
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If you must tell your Marketing Manager or Publicity Department about the invention, then do make it
clear to them that nothing is to be said to customers or to the press and that no material is to be
published until such time as a patent application has been filed. This cannot be over emphasized. It is
worth noting also that if you are working with University Departments in the development of an
invention, do make a point of having all of the University personnel involved sign a confidentiality
agreement and do ensure that they are aware of the need to keep quiet about the invention. Academics
thrive on publicity and are the worst people in the world when it comes to keeping a technological
secret.

Your Patent Agent will liase with you in gathering all necessary information regarding the invention with
a view to writing a patent specification. The grant of a patent for an invention is based upon a simple
bargain between the owner of the invention and the state; in exchange for a disclosure of the -
invention in a patent specification which will eventually be published and available to one and all, the
state provides for the grant to the owner of the invention of a monopoly right to the exclusive use of the
invention for a period of up to 20 years. The patent specification, which provides the disclosure of the
invention, is at the heart of this bargain and correspondingly it is an important document. Since the
scope of protection that is provided by a patent is in large measure determined by the patent
specification, the drafting of the specification takes on great significance. A patent specification is a
legal as well as a technical document and therefore its preparation is best left to the special skills of a
Patent Agent.

It is, of course, possible for you to prepare and file an application yourself without professional
assistance, but you should only contemplate doing this if you are fully aware of the workings of the
system. There are esoteric differences between the patent systems of different countries around the
world, and whilst your patent agent will be aware of these, it is highly likely that you will not be aware of
them. You may therefore find, if you opt to draft an application yourself, that the specification is
adequate for the United Kingdom but woefully inadequate for the US system, for example. There are
strict rules as to the type of amendments that can be made to applications once they have been filed,
and it is often the case that errors cannot be corrected.

A patent specification typically contains a discussion of what was the state of the art before the
invention was made and of the problems and difficulties that arose, a discussion of what is at the heart
of the invention and the advantages that are obtained by the invention, a description generally with
drawings of one or more specific ways of putting the invention into effect, a set of claims intended to
define the scope of the monopoly that is sought for the invention, and an abstract of the disclosure.

The claims and the abstract do not have to be filed at the outset when the application is first filed and
can be filed up to a year later, although it is best practice to include claims on filing and request a formal
novelty search, as the UK and European patent offices are very busy and may well not be able to provide
the results of the search for several months. The Patent Office search is directed to assessing the
novelty of the invention as claimed, and whilst the search report will provide an indication as to whether
or not the invention is new, it is not exhaustive and cannot guarantee to have found everything that
might be relevant.

Patent applications are not published until a period of 18 months has expired from the filing date of the
application, and in most cases a search report will have been obtained by this time (regardless of
whether claims and a search request were filed originally with the application or whether their filing was
deferred for up to a year later). The search report enables a decision to be made as to whether to
proceed with the application or whether to withdraw it. An opportunity is always given to an applicant
to withdraw his application before it is published, and if an application is promptly withdrawn following

© 2009 RGC Jenkins & Co. 11
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the issuance of an adverse search report for example then no publication of the application occurs.

The publication of a UK patent application starts the clock running on a six month period that is allowed
for the filing of a request for substantive examination. Hitherto the application will have been examined
to ensure that it satisfies the Patent Office's formal requirements for the filing of patent applications and
it will have been searched for novelty, but the application will not yet have been passed to an Examiner
to see if the statutory requirements for patentability (i.e. novelty and inventiveness over what has been
done before) have been met. When a request for substantive examination has been filed, the
application is passed to an Examiner who will raise with the applicant (or with his Patent Agent where
the applicant is represented by a Patent Agent) any objections that he might have to the application and
give the applicant an opportunity to reply. By means of this process of communication with the
Examiner, the application is prosecuted through to grant.

Attached hereto as Appendix A is a flow chart setting out the procedure for the filing and prosecution to
grant of a UK patent application. The procedure is not "user friendly" and missing a deadline can result
in the irrevocable loss of your patent application. As a consequence, the best advice is to leave the filing
and prosecution of a patent application to the experts, namely your patent agent.

The filing of a UK patent application at the UK Patent Office is the most direct and least expensive way
for a UK applicant to obtain a UK patent. A UK patent can also be obtained by the filing of a European
(EPC) patent application or by the filing of an International (PCT) patent application, but these routes are
more appropriate to the obtaining of overseas patents and are discussed later.

However, one important point to note is that the UK Patents Act requires all UK residents to obtain
security clearance before filing patent applications overseas. This security clearance can be obtained
either by obtaining a foreign filing license from the patent office, or by filing an application at the patent
office and waiting six weeks. It is a criminal offence to file an application overseas without security
clearance.

8.2 What about Patents in other countries?

Patent rights are territorial, so that a UK patent protects you only in the UK (though it can be registered
in a number of former UK colonies such as Hong Kong for example). If you want to obtain patents in
other countries then you have to take appropriate action over and above the action taken to get your
UK patent. There is no such thing as a European patent covering all of the European countries (though
there is a European patent application system which makes it easier to get patents in a number of
European countries), and there is no such thing as a World patent (although there is an international
patent application system).

To make matters easier for the prospective patentee so that he does not have to file patent applications
in all countries at the same time and before he has had an opportunity to test his invention, there is an
International Convention (the Paris Convention) to which most of the world's countries subscribe. This
convention provides that once you have filed a patent application in one of the member countries, such
as the UK, a period of one year is allowed in which to file corresponding applications in other member
countries. If such other applications are filed within this one year period, then they are accorded an
effective filing date which is the same as that of the initial UK application. Overseas applications can
thus be filed within one year of the filing date of a corresponding UK application and will obtain the
"priority" of the UK application. In the prosecution of such overseas applications filed under the
International Convention, no account will be taken in assessing the novelty of the invention of anything
that was published in the period between the filing date of the initial UK application and the filing date
of the overseas application.
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The European patent system came into being with the signing of the European Patent Convention in
1977. The European Patent Office is located in Munich and opened its doors for business in 1978. The
EPC provides for the filing of a single European patent application with designations of up to thirty
European countries.

A single European (EPC) application thus filed undergoes a single prosecution to grant procedure with a
single European search and a single European substantive examination, and on grant fragments into
national patents in each of the designated countries. The procedure is similar to that of a UK patent
application and the advantage is obtained that patents can be obtained in a number of European
countries without necessitating the filing and prosecution to grant of separate applications in the
various countries.

There is a further International (PCT) patent system which is administered by WIPO (World Intellectual
Property Organisation) and provides for the filing of a single application with country designations which
can be selected from all of the European patent countries listed above and additionally from: several
African countries; from the USA and Canada in North America; from Brazil and Mexico in South America;
from Australia, New Zealand, China and Japan in Asia and the Pacific; and from Russia and many of the
Iron curtain countries of old in Europe. In total more than one hundred countries can be designated in a
PCT application.

A single International (PCT) application has two distinct phases - the international phase and the
national/regional phase. In the international phase, the single PCT application undergoes an
international search, and optionally also an international examination.

In the national/regional phase the single PCT application fragments into national and/or regional patent
applications in one or more (at the Applicant's choosing) of the countries or regions previously
designated. The International (PCT) route thus provides for centralisation of some of the aspects of
international patenting (namely the search and the following examination) but leaves the final
prosecution to grant of the application to the national patent offices of the designated countries.

The principal advantage of the International (PCT) system is that it enables the applicant to delay his
final decision as to whether or not to seek patents in overseas countries. Under the national patent
systems of overseas countries and under the European (EPC) patent system a decision about foreign
applications has to be taken at most twelve months from the initial UK filing date; for an International
(PCT) application this period extends to 30 months. The International (PCT) application still has to be
filed within 12 months of the original UK application, but fragmentation into national applications is
delayed with consequential deferment of the associated costs.

8.3 How much do Patents cost?

The brief answer to this question is quite a lot. However, as compared to their potential value to a
company and expressed as a proportion of research and development expenditure, the actual cost of
patents really is quite small. The question is not so much can a company afford Patents, as can it afford
not to protect its intellectual property and thereby leave itself exposed to the activities of unprincipled
competitors. Another point of note is that a patent can last for twenty years, and whilst it is tempting
from an accounting point of view to look only at the immediate costs, when those costs are spread over
a twenty year period they become much less significant. Furthermore, a significant patent portfolio
relevant to company's commercial activities has significant value as collateral for inward investment.

Patent Agents generally work on a time basis (i.e. their charge reflects the time taken for them to draft
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and file an application) plus an increment for their office costs. For an invention of average complexity,
the cost of preparing and filing a UK patent application might be between £3,000 and £5,000 assuming
the services of a Patent Agent were employed. The cost of subsequently prosecuting the application
through to grant (usually over the following four years), inclusive of Patent Office search and substantive
examination fees might typically add another £2,000 to £3,000 to the bill - although the cost of
prosecution obviously depends upon the search results and the nature of any objections raised by the
Examiner. For inventions of unusual technical complexity giving rise to more work and more difficult
work for your Patent Agent, the cost of course will rise. Once a UK patent is granted, annual renewal
fees are payable to the Patent Office to maintain the patent in force and these range from £110 for the
fifth year (no renewal fees are payable in respect of the first four years) to £450 for the twentieth year -
the rationale being that only the most valuable patents will be maintained for the full term, and if they
are valuable then it is reasonable to expect the renewal costs to rise as the patent gets older.

For foreign patents, the number of different routes that are available gives rise to a confusion of
different cost possibilities. If national patent applications are filed, the initial filing costs might be from
£2,000 to £3,000 for English speaking countries and somewhere in the region of £3,000 to £5,000, for
foreign language countries. These are the initial filing costs covering only the formalities of placing
applications on file (including translation charges where required), and in most countries additional
prosecution costs will inevitably arise and one can do no better than to guess at these.

A European (EPC) application is considered likely to be less expensive overall than individual national
applications if the European application designates more than three countries. A further advantage of
the European system is that the requirement for translations is deferred until such time as it is known
that the application will be granted whereas if national applications were filed in European countries
there would be an up front requirement for translations. The cost of a European patent application;
inclusive of filing, search and designation fees payable to the European Patent Office and all attorney
charges, is in the region of £3,000 and if at least seven countries are designated then the remainder will
be thrown in for free, but can if desired be dropped later. The substantive examination fee for a
European patent application is expensive, around £1,300, but since there is only one examination
procedure covering a number of designated countries, there is overall a cost advantage. Grant of a
European application gives rise to substantial charges since translations then have to be prepared for all
of those countries designated in the European application in which grant is to be confirmed, and there
are grant procedures to be completed in these countries.

The costs which arise in an International (PCT) application are of the same order as those of a European
application and give rise to national filing costs when the International application fragments into
individual national applications in the designated countries. An International (PCT) application thus
represents the most expensive option, but with the advantage that further time is obtained before the
decisions regarding foreign filings have to be confirmed. A further advantage is that once five
designation fees have been paid, all of the remaining PCT states are added without further cost. As with
the European system, you do not have to proceed in all states.

In any case where foreign patent applications are being considered, your Patent Agent will be able to
provide you with cost estimates and advise you on the best strategy for the particular case in question.

8.4 Different systems, different rules

As has been mentioned briefly above, whilst different jurisdictions around the world generally adhere to
the same principles of what is patentable, there are local peculiarities.

For example, the Australian Courts have currently adopted a strange interpretation of the word
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"comprises", and have held that a claim to an apparatus "comprising" several features means that the
apparatus has only those features mentioned - whereas the normal English meaning of the term is that
whilst the features listed must be present, there is no exclusion on further features being present in the
apparatus itself.

Of greater significance are the differences between the US system and the European and UK systems.

The critical date - in Europe and the UK - against which the patentability of an application is judged is the
initial filing date or priority date as it is more commonly known. For this reason the UK and European
systems are known generally as "first to file" systems, this meaning that he who files first is entitled to
the rights.

The US system works very differently. Firstly, in the US there is a twelve month pre-filing grace period in
which an invention can be disclosed without harming the validity of a later application. This can prove
useful to European applicants who have disclosed their invention (and so destroyed any chance of
obtaining valid protection in the UK and Europe), as they may still be able to file a valid application in the
us.

A second difference is that the US system places less emphasis on the filing date of an application, and
instead works on the date on which the invention was first made. For this reason the US system is
generally known as a "first to invent" system.

This difference will, in most cases, have no effect upon the prosecution of a US patent application, but in
some cases it may be possible to make use of these provisions to gain a date of invention which is earlier
than the US filing date. It used to be the case that only acts done in the US or NAFTA could be referred
to in an attempt to "swear back" to an earlier date, but the GATT-TRIPS agreement of 1994 extended
this to any acts done in a WTO country - but only if certain stringent requirements are adhered to.
These requirements will be explored later in Section 11.3 of this paper.

9. PATENTS AS AN INFORMATION RESOURCE

9.1 Patent Searching

In 2001, the European Patent Office received over 150,000 patent applications, and the USPTO received
in excess of three hundred thousand patent applications. The vast majority of these applications will
eventually be published, and thus it can be seen that the technical resource provided by patent
applications is immense and ever increasing.

Patent searching can be useful in providing a guide, prior to filing, as to whether a given invention is
novel and inventive. Searching can also be used as a means to keep abreast of what your competitors
are up to, and also as a means to assist in the avoidance of inadvertent infringement of other people's
patents. All patent applications are classified by the patent authorities around the world to one of a
number of international classes, and each of these classes have many sub-classes defining particular
aspects of the technology.

Most patent search engines provide for "keyword" searching, and some (typically the subscription
services) also provide for searching by international classification. There are a number of resources

which are free to use, and there are also various resources which one can subscribe to.

Searching patent applications can be a tricky business, and there are specialist firms who are experts in
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searching. Your patent agent will be able to put you in touch with these firms, and on your behalf he
will be able to organise general awareness searches (for example, searches for filings in a particular
field), infringement clearance searches (i.e. searches to determine whether a product or method
infringes any patents), and prior art searches (i.e. searches which look for material of relevance to the
patentability of a given invention).

One note of caution is that patent searching is unavoidably an imprecise business, so you should not
assume that you are free to use a given piece of technology, or free to patent a given piece of
technology, simply because you cannot find anything relevant. Patent Agents tend to use all manner of
terminology to describe features of inventions, and it could just be that you happen to have chosen
keywords which are different to the words used by the agent to describe a given invention. Similarly, if
you are searching in particular international classes, there is nothing which guarantees that all
applications have been correctly classified. The results of any searching should always, therefore, be
treated as providing only an indication of what a particular situation might be. It is however the case
that if you have assiduously carried out infringement clearance searches before launching a product and
it subsequently transpires that there is a patent that you did not find, a court will not impose an award
of damages against you though they will stop you from continuing to infringe.

As regards subscription services, the most famous of all patent searching databases is the Derwent
database. This database can be accessed by subscribers and provides access to many millions of patent
applications. The search language is highly evolved, and complicated searches can be instigated. Most
patent agents have access to Derwent, and further information on the services offered can be found at
www.derwent.com.

Another subscription service is Delphion. Delphion arose relatively recently from a patent searching
service offered free-of-charge by IBM. Unfortunately, in the spin-out Delphion lost its free-of-charge
status, and further details of the services offered and charges can be found at www.delphion.com.

As regards free-of-charge patent searching services, the following links may prove to be useful.

http://ep.espacenet.com/ - This is the free searching service provided by the European Patent Office.
The service claims to have access to over 35 million patent documents, and searches can be conducted
using keywords, or by searching for terms in particular categories (e.g. applicant name, inventor name
etc).

http://www.uspto.gov/ - This is the official US Patent Office website. The site includes access to the
USPTO patents database which claims to have the full-text (and bibliographic details) of all patents
issued since 1976, and full page images of most patents issued since 1790.

http://www.patent.gov.uk/ - This is the official UK patent office website. The patents section
includes a searchable electronic register where procedural details of patent applications and patents
(including renewal fees) can be viewed. For most of the records there is also a link to the Esp@cenet®
website where a full copy of the patent can be viewed.

http://www.surfip.gov.sg/sip_home.htm - This is an enterprise operated by the Singapore patent
office. Essentially it allows one to search a number of different patent collections in one go. The site

also provides access to Taiwanese, Japanese and Chinese abstracts in English.

http://strategis.ic.gc.ca/sc_mrksv/cipo/welcome/welcom-e.html - Official Canadian Patent Office
website - includes a searchable database.
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http://ipdl.wipo.int/ - The Intellectual Property Digital Library Web site provides access to various
intellectual property data collections currently hosted by the World Intellectual Property Organization.
These collections include Hague, JOPAL (non-patent reference), Madrid and PCT data and support fully
searchable information retrieval and display by users on demand. Access to the Digital Library is
available to the general public free-of-charge. The services are operational and are updated on a daily,
weekly and monthly basis respectively.

http://www.mayallj.freeserve.co.uk/index.htm - This is an excellent website provided by an IP
enthusiast. The site has links to many official patent office search engines, links to a number of design
search engines, and lots of other useful information.

10. GOING TO SEE YOUR PATENT AGENT
10.1 Confidentiality

Just as there is no need to ask your doctor to sign a confidentiality agreement before explaining your
symptoms, so there is no need to obtain a confidentiality agreement from your patent agent before
telling him or her about your invention.

In the United Kingdom, those using the titles Patent Agent, European Patent Agent, Patent Attorney or
European Patent Attorney are all either Chartered Patent Agents or European Patent Attorneys - and
often they hold both qualifications. Both the Chartered Institute of Patent Agents (CIPA) and the EPI
(Institute of Professional Representatives before the European Patent Office) require their members to
adhere to strict rules of professional conduct. For example, Rule 2 of the EPI Regulation on Discipline
expressly states that: "a professional representative shall be bound not to disclose information accepted
by him in confidence in the exercise of his duties, unless he is released from this obligation".

If you are in any doubt about whether the person who you looking to appoint to represent you is a
Chartered Patent Agent (i.e. a UK qualified agent) or a European Patent Attorney (i.e. a European
qualified agent), then both the CIPA and the European Patent Office websites include searchable
databases that have the name of each individual who is qualified, respectively, to call themselves
Chartered Patent Agents or European Patent Attorneys. The URL of the CIPA members list is:

http://www.cipa.org.uk/who_are_we/patentsearch.cfm
and the URL of the European Patent Office's member list is:
http://www.european-patent-office.org/reps/search.html.
10.2 What s a Patent Agent?
All patent agents must have a university degree (or equivalent) in a scientific discipline before they can
even enter the profession. Once they have entered the profession they will then have to undergo a
number of years of on-the-job training culminating in extremely challenging professional examinations.
Persons wishing to become European Patent Attorneys must have at least three years experience before
they can even sit the requisite professional examinations. Persons wishing to become Chartered Patent
Attorneys do not need any experience before applying to sit the examinations, but in practise those

without at least three years practical experience are seldom successful.

Patent agents tend to concentrate their efforts in the particular technical field in which they are
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technically qualified. Thus, physicists tend to concentrate on electronics and electrical technology,
engineers tend to concentrate on the mechanical arts, and chemists tend to concentrate on chemical
and/or biotechnological matters.

Your patent attorney will therefore be someone who is technically qualified to university level, and who
is an expert on the law relating to patents (both in the United Kingdom and elsewhere). Whilst your
patent attorney will have some technical understanding, you should not expect him to be as familiar
with the technology as you are and as such you may have to help him to understand your invention.
Your patent agent will tell you if there is any aspect of your invention that he does not fully understand.

Most patent agents work in private practise, that is to say that they work in specialised law firms which
tend only to deal with intellectual property matters. Some solicitors offer IP services, and solicitors are
allowed to call themselves patent agents. However, if you opt to use the services of a solicitor it is
worthwhile making sure that they are fully familiar with the procedural aspects of preparing and filing a
patent application.

10.3  What will my agent want from me?

Once you have contacted an agent, he (or she) will typically invite you to their offices for a preliminary
meeting. The purposes of that meeting will be for you to tell the agent about your invention, in
response to which he will advise which aspects of the invention appear protectable. In most cases, the
agent will not be able to advise on whether or not there is pertinent prior art, rather he will simply point
out those aspects of your invention for which an application could be filed.

Most firms of patent attorneys are happy to attend this preliminary meeting without levying a charge,
but you should be well prepared as most firms will only allocate an hour or so before the meter starts
running.

The meeting is a good opportunity for you to determine whether or not the agent in question is
someone who you want to entrust your work to. If you should decide to proceed with an application,
then you will be dealing with that agent on a regular basis, and it is important that you should feel
comfortable with him and the services he is offering.

As has been mentioned above, your patent agent will probably work on a time basis when drafting an
application to protect your invention. As a consequence, you can dramatically shorten the time taken to
draft an application (and hence substantially reduce the costs associated with filing an application) by
providing the agent with a full write-up of the invention using drawings wherever appropriate. It is not
essential to do this, and many applications have been prepared from nothing more than a couple of
paragraphs explaining the invention. However, if this is all you provide to the agent then you should
expect the costs associated with drafting the application to be higher, as the agent will have to do a lot
more work.

Attached hereto as Appendix B is a suggested Invention Disclosure Form setting out the various things
that you will need to think about before approaching a Patent Agent for assistance. These factors will
be explained in more detail later in this paper, but at this stage it suffices to say that your agent will
want to know what is already available in the particular technical field of your invention, what the
problems are with the available systems, and how your invention solves these problems.

It would probably be a good idea for you to invest some time doing some informal internet searching to

see what has already been patented, as you could well find that someone else has got there before you.
Even if you cannot find anything that directly discloses your invention, your Patent Agent will be
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interested to see what other applications have been filed in the field. He will no doubt want to read
these documents for himself, so it would be a good idea for you to leave him with copies when you go to
see him.

If you go to see an agent who is working in private practice, then he may well ask you for money on
account to cover at least part of the costs associated with drafting an application. This is standard
practice for most firms within the profession, at least until a client/agent relationship of mutual trust has
been established.

10.4 Reviewing Draft Applications

Once you have instructed an agent to prepare an application on your behalf he will start work and he
will prepare a draft application for you to review before filing.

When you receive the draft it is critical that you read it in detail and that you make sure that you are
entirely happy with the contents. Once an application has been filed it is difficult, and often impossible,
to add any material to the application or to correct omissions or errors.

The application itself will usually comprise a number of sections. The first section will introduce the
invention, other systems which are available in the field, and explain the problems with those other
systems. You should check that this section of the application is accurate, and that the problems
described are real problems and not simply the product of an over-active imagination on the part of
your agent.

The next section of the application will be a Statement of Invention which introduces the core concepts
of your invention using functional generic language wherever possible. This section of the application
corresponds closely (or is sometimes identical to) the claims, and thus does not need to be read in too
much detail. Sometimes the agent will include advantages which are associated with particular aspects
of your invention, and you should read these carefully to make sure that they are in fact advantages of
the invention.

The next section of the application is known as the Description of the Drawings, and this section is
simply a formal introduction explaining in general terms what is shown in the drawings. You should
check that the Figure numbers used here correspond to the correct drawings, and you should check that
the drawings do actually show what they are described as showing.

The next section of the application is a detailed description of the invention. The statutory purpose of
this section is to provide the reader of the application with sufficient technical information to implement
the invention claimed. The agent may have included a number of different ways of implementing the
invention, generally referred to as embodiments of the invention, and you should check that the agent
has not inadvertently forgotten to include any of the embodiments you described to him. You should
also check that the description is correct, and that it does correctly describe how the invention works.

The embodiments of the invention will have been described using reference numerals to refer to
particular parts of the drawings. Typically the last part of the description of the embodiment will also
include references to modifications that can be made to the embodiment described, and you should
check that any significant modifications are included. For example, if the application refers to optical
data storage devices throughout, then it may be appropriate to consider whether other types of storage
device could instead be used, and to consider whether a reference to those other types should be
included. It is not necessary to mention trivial modifications, such as screws instead of bolts, but you
should ask the agent if there is any doubt as to whether something is a trivial modification.
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The final section of the application (barring the Abstract which is purely formal) is the claims. It is this
section which sets out in words the scope of protection that you are claiming for your invention, and it is
critical that it is correct before the application is filed. Your patent agent will have tried to describe the
invention in functional generic terms, and typically the claims will include one or more independent
claims (which do not refer to any other claims) and a number of dependent claims (which refer back to
other dependent or independent claims).

The independent claims should only recite those features which are essential for putting the invention
into practise. Any non-essential features narrow the scope of protection, and it may not be possible to
remove them once the application has been filed. If a claim should end up being granted that includes a
non-essential feature, then it would be a simple matter for others to avoid infringement simply by
leaving out that feature. You should check these claims very carefully, and ask your agent for assistance
if you have any doubt at all.

The dependent claims recite additional subsidiary features to the invention claimed in the main
independent claim(s) to which they refer. In general terms, the dependent claims are present to
provide fall-back positions in the event that the main independent claims are held not to be patentable,
and as such there is only really a need to claim those features which are likely to be novel and inventive
in combination with the features of the independent claims. For example, if your invention is a postal
sorting machine, and the parts of the machine are bolted together, then there is little point in having a
dependent claim which states that the machine comprises bolts as such a claim adds nothing to the
patentability of the main invention.

The dependent claims will refer to features that have been mentioned in other claims using the word
"the" or "said". For example, Claim 1 might refer to "control means" - in which case Claim 2 may refer
to "the control means" or "said control means". You should check that where the words "the" or "said"
are used that the feature(s) referred to do actually appear in the claims on which that dependent claim
depends.

The golden rule when reviewing an application is to ask your agent if there is anything that you do not
understand. It could be that he has made an error, or it could be that he has simply chosen a particular
form of words for a reason.

Once you are happy with the application, you should indicate your approval, whereupon the agent will
file the application at the Patent Office. As mentioned above it is generally good practise to request a
search on filing, as it is increasingly the case that the European patent office (and sometimes also the UK
Patent Office) is finding it increasingly difficult to produce search reports within the 12 months
convention period.

Once the application has been filed at the Patent Office you are free to disclose only the contents of the
application to third parties without fear of invalidating the application. You should not disclose any
other information (such as improvements or modifications to the invention) without first consulting with
your agent to see if those improvements or modifications need to be included in your application.

10.5 Good Practice when dealing with a Patent Agent
The filing of the application, whilst requiring a considerable amount of effort, is not the end of the story.
You should aim to keep your agent fully advised of developments and progress with the invention, and it

is even a good idea to talk to your agent about any avenues for exploiting the invention which may
happen to arise. Your agent is not only skilled at drafting applications, but also is able to advise on
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strategy and it could well be that different approaches need to be taken in different circumstances.

For your part you should try to establish a market for your invention, and you should start thinking
about the countries in which you may wish to try to obtain protection for the invention. The twelve
month Paris Convention period tends to rush by, and as any foreign applications need to be filed within
the period to maintain the original filing date, it is important not to leave this until the last minute.

Generally speaking, you should think about protecting the invention in those countries in which you
might want to manufacture the invention, those countries in which you might expect to have a
substantial market (at least substantial enough to cover the patenting costs), and those countries in
which your competitors reside.

On a more general note, it is important to ensure that you respond promptly to any requests for
instruction from your agent. Your agent may only send a handful of reminders, and if you leave
instructions to the last minute then the agent may simply not be able to act on your instructions in time.
You should bear in mind that deadlines associated with patent protection tend, for the most part, to be
hard deadlines - meaning that your application will die if the deadline is missed.

You should also ensure that you instruct your agent in writing. Your agent may accept telephone
instructions, but he will probably ask you to confirm those instructions in writing. The reason for this is
that if things should happen to go wrong it is almost impossible to discover what happened if the only
instructions are verbal.

11. INSTIGATING AN EFFECTIVE IPR POLICY

As has been mentioned above, IP is an important asset of any company and as such should be treated with the
same degree of care as any other asset of the company.

To illustrate this point, it is useful to refer to the recent patents battle between Dyson and Hoover. Dyson opted
to protect his intellectual property, and his decision has recently been vindicated by a multi-million pound
settlement from Hoover following their infringement of Dyson's patents. Whilst the financial return is no doubt
welcome, a further important benefit is that the Courts decision further reinforces the fact that Hoover and
other cannot do that which Dyson has patented.

For a company to successfully exploit their IP, they will need to instigate a formal IP policy, and they will need to
ensure that all of their staff are fully aware of the company's desire to maximise the benefit of their IP. It is
advisable for this IP policy to be written so that employees can refer to it whenever necessary, and your agent
may well be able to assist in the drafting of something appropriate.

You will also need to implement a policy of educating your employees as to the importance of intellectual
property to your business. Employee reward schemes can often be of great assistance in encouraging staff to
partake in an expansion of a company's IP portfolio, and your agent may be amenable to organising seminars to
explain how IP is best protected.

One of your more senior staff members should be appointed as the point of contact for IP matters, or
alternatively you may prefer to instruct staff to refer IP questions to your Patent Agent - but be wary of the fact
that the agent will want to charge for providing that advice. If funds permit then it may be worthwhile

employing a dedicated IP manager.

You will also need to allocate a budget to your IP activities, and you should try not to rush products to market if
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there is no available budget for their protection. It is better to delay the launch of a product and protect it
properly, than to launch it onto the market without protection and lose your competitive advantage.

11.1 Contracts of Employment

One of the first factors to consider when instigating an IP policy is the terms to be included in the
contracts under which your staff will be employed.

Most registered rights (such as Registered Trade Marks, Patents, Registered Designs) and unregistered
rights automatically belong to the employer, and thus one might consider that it is in fact unnecessary
to include formal IP terms in any contract. However, problems can arise when staff who are not
necessarily employed in a creative role do nevertheless contribute to the creation of IP. In such
circumstances, in the field of patents for example, it could be argued that as the individual concerned
was not employed to invent (and by inference could not reasonably have been expected to invent) so
the invention should not belong to the company. Appropriate terms in that employees contract of
employment should cover any such eventuality.

A formal contract of employment, or an assignment which assigns all intellectual property rights created
by the employee to the employer, can also prove to be highly useful when the employee leaves the
company after the initial application has been filed. If that employee cannot be contacted then
difficulties can be experienced when attempts are made to file applications in countries where the
signature of the inventor is required. In such circumstances a formal assignment of rights to the
employer, whether written as such, or included as terms in their contract of employment can help to
show that the rights to the IP do indeed belong to the company.

Contracts of employment should therefore be drafted with care, and preferably with professional
assistance. A solicitor or other legal practitioner should be able to help in this regard, and it may well be
prudent to ask your patent agent to look over any portions of the contract or assignment which refer
specifically to IP.

If your staff are not employees, but are instead contractors, then it is critical to ensure that appropriate
agreements are in place before the contract commences. As has been explained above, there are
certain IP rights which do not automatically pass to the employer if the member of staff in question is
considered to have been commissioned to undertake some work, and these rights could be lost to the
company if an appropriate agreement is not in place.

Care should also be taken when collaborating with other companies or academic institutions. If you
wish to own the IP when collaborating with another company, then the contract setting out the terms of
that collaboration should clearly state that you are to own any IP resulting from the collaboration. If you
are contemplating collaborating with an academic institution, then you should be aware of the fact that
not all of the people with whom you are collaborating may be employees of that institution.

For example, it is fair to say that a University lecturer or laboratory assistant is an employee of a
University, but the status of a PhD student is much less clear. Typically, most PhD students would not be
considered to be an employee, and as a consequence a formal contract should be signed by the student
before he is allowed to partake in the project.

As a general rule of thumb when entering into a collaboration with another company or academic
institution it is appropriate to consider obtaining formal assignments or contracts not only with the
company or institution but also with the particular individuals who will be undertaking the work - unless
of course those individuals are clearly employees who are obligated to provide any IP they create to the
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company by whom they are employed.

It is also appropriate to consider obtaining, in addition to a general assignment of rights, more specific
assignments pertaining to particular rights as and when the works are created.

11.2  Motivating Staff

A company can only develop a successful IP portfolio if its staff are willing to strive on the company's
behalf. As with any bid to motivate someone, it is often the case that a simple financial reward paid on
the filing of an application, a patent application for example, will encourage employees to submit many
more ideas for consideration than they might otherwise do.

Many technology companies do provide some sort of employee incentive program, and most of those
programs function by employees submitting invention disclosures to a nominated person within the
company who is charged with determining whether the idea is worth pursuing. For those ideas which
are pursued it is normal for an award of some kind to be made to the employee.

For such a system to work effectively it is important for the ideas to be communicated properly to the
nominated person, and to this end the sample invention disclosure form reproduced in Appendix B can
prove useful. This form sets out a number of questions that the employee should strive to answer, and
can also be of great assistance to the patent agent when he comes to draft a patent application.

Similar forms can be constructed for use with design registrations, and when manuals and other
materials associated with a product are created they should also be submitted to the appointed person
for consideration as to the best way to protect them.

Once the form has been completed and all the questions answered it should be submitted for review to
the person charged with managing IP matters in your company. That person, in consultation with the
inventors and others such as the marketing department, should decide whether the idea is worth
pursuing and in which countries it might prove to be valuable. Once a decision has been made,
instructions should be sent to your patent agent so that work on protecting the IP can commence.

Another advantage following from the instigation of a reward scheme, aside from the motivational
aspects, is that it can help ward off claims by inventors under Section 40 of the UK Patents Act.

Section 40 provides that the Inventor is entitled to a fair share of the profits resulting from those
patents which are of outstanding benefit to a company. The Courts, when determining whether the
Inventor has already been justly rewarded, will include the benefits accrued from any employee
incentive scheme - and hence the presence of such a scheme may be of assistance in defending against
such claims.

11.3  US Considerations - Keeping Proper Records

As has been mentioned above, the US system places less emphasis on the filing date of an application,
and instead works on the basis of a "first to invent" system.

The upshot of this is that it may be possible, in certain limited circumstances for an act done in a WTO
country to be used as basis for swearing back to a date which is earlier than the US filing date (or priority
date). However, it will only be possible to do this if certain stringent record-keeping requirements are
adhered to. In general terms, these circumstances are (a) when there is a question as to whether a
patent applicant made their invention prior to a publication which occurred less than one year before
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their US filing date, and (b) when there is a question as to whether the applicant made their invention
before another applicant who has also filed a US application claiming the same invention.

US proceedings in which the priority of inventorship is called into question are known as interference
proceedings, and in such proceedings the inventor with the earliest effective filing date is presumed to
be the first to invent. In order to be awarded priority of inventorship, the second inventor to file will
need to be able to provide corroborated evidence proving that he conceived of the invention and
reduced it to practice (i.e. made it work) before the first inventor.

As a result of these changes it is now essential for companies who wish to optimise the opportunity for
patent protection in the US to ensure that all of their research staff keep proper records. These records
can prove invaluable, and as they cannot be recreated they must be kept from the outset of any project.

In general terms, it is advisable for researchers to keep detailed notes of the research they undertake.
These notes should be written legibly in permanent ink in permanently bound note-books, and each
page of the book should be countersigned and dated by the inventor and an independent corroborating
witness (such as the inventor's supervisor) who has read and understood the inventor's work. The
witness should not be a contributor to the inventor's work.

In particular, the following guidelines should be followed:

1. The notebooks should have numbered pages, and the pages should be permanently bound into
the notebooks.

2. Each researcher working on a project should have their own notebook.

3. Notebooks should be written up as soon as possible. In an ideal situation, any ideas,

calculations or experimental results will be written into the notebook on the same date that
they occur so that the laboratory notebook becomes a daily record of the researcher's work.

4, Any materials which are associated with the work (such as computer print-outs) must be
permanently attached to the pages of the notebook, and the inventor and witness should sign
over the join between the materials and the page of the book.

5. All entries should be written legibly in permanent ink, and should be as complete as possible.
Buzzwords, acronyms, product codes and the like should be avoided wherever possible - they
might be clear to the researcher but they are unlikely to be known to a Court.

6. If an error is made, then a line should be drawn through it. Under no circumstances should
anything be erased.
7. It is important that no spaces or gaps are left in the book. If the research needs to start a new

page, then he should draw a line through any unused parts of the previous page. The notebooks
should be cross-referenced so that work which builds on earlier work clearly refers back to the
page(s) on which that earlier work was recorded.

8. Under no circumstances should a page ever be torn out or removed from the notebook. If you
make a mistake - cross it out, do not tear it out.

9. Each page of the book should be signed and dated by the researcher, and no changes or
additions to the page should be made once the page has been signed.

10. Each page of the researcher's notebook should be countersigned and dated by witness who has

read and understood the researcher's work. The witness should not be contributor to the work
that is recorded in the notebook

11. When the researcher has completely filled their notebook it should be safely retained with the
records of the company - preferably at least as long as the patent in question is in force.

It is recognised that these requirements can prove to be quite a bind for researchers, but if the US is
likely to be an important market, then these guidelines are worth adhering to.
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Please note that you must ensure that your independent corroborating witness is
required to keep anything disclosed to him confidential. If you do not do this, then
the disclosure to the witness could count as a disclosure of the invention before the
filing date of your UK application, and hence could be used to invalidate that
application.

Another aspect of record keeping which is important, is the maintenance of proper personnel records.

The US system, in common with a number of other systems around the world, requires the inventors of
a given invention to sign some forms. This is not an onerous requirement when the inventors are
employed by the company, but it can prove to be very difficult when the inventors are no longer
employed by the company. This problem is often further compounded by the fact that the US
applications will typically not be filed until at least a year after the initial UK filing date.

The best way to solve these problems is to ensure that proper personal records are kept for any
inventors who are involved with the filing of a patent application. Those records should include the
inventor's home address, and preferably another address at which he can be contacted (such as a sibling
or parental address).

11.4  Using your IPR correctly

Intellectual Property Rights are valuable, but only if they are used correctly. It is important, therefore,
to ensure that all staff are aware of the need to mark material produced by your company with a
reference to the appropriate right.

For example, if you produce a manual for association with a product, then that manual should be
marked with a Copyright notice. If reference is made to Trade Marks in that manual, then each instance
of use of the Mark in the manual should be accompanied by "TM" or "®", as appropriate. You should
also ensure that your trade marks are used with a generic description of your product, and that if
registered they are used in the form in which they are registered.

Similarly, if your product is associated with a registered design, then you should ensure that each and
every product is stamped with the following or similar marking: UK Registered Design No. 2345678. If
there is no room on the product, then put the marking on the packaging.

The same rules apply for Patents, and if your patent has not yet be granted then it is perfectly
permissible to apply a "patents pending" marking, but steps should be taken to amend this marking as
and when your patents are eventually granted.

Any other materials which you produce in connection with your business should be marked with a
copyright notice, and if those materials are not for public disclosure, then they should be marked

"confidential".

As ever, your Patent Agent will be able to advise on the appropriate markings that should be applied to
your products, and other materials that your company produces.

11.5 IPR as a marketing tool

It is true to say that the general public has high estimation of the worth of intellectual property, and this
is particularly the case as far as patents are concerned.
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The general public tend to assume that because something is patented it must be better than other non-
patented goods. Because of this, patents can be useful tools in the armoury of the marketing
department, and can easily provide the unique selling point that a product requires. Using your patent
as a marketing tool also has the added bonus of letting all your competitors know that your products are
protected.

12. IPR INFRINGEMENT

12.1 What does one do to stop infringement of IP rights?

Intellectual property rights, generally speaking, are civil law rights and it is therefore the responsibility of
the owner of the right that is being infringed to take action to stop the infringement. Aspects of criminal
law do sometimes become involved in matters of copyright infringement, in which case the police would
be concerned, but by and large the remedy even in copyright cases is civil action against the infringer.

In the last resort, infringements of intellectual property rights can be stopped by Court action involving
the issuing of proceedings and the claiming of an injunction (that is a legally enforceable order of the
Court) to put a stop to the infringement, together with an order for an award of costs and/or damages
to recompense you for your legal costs incurred in having to bring the action and for any loss of profits
or other financial disadvantage caused by the infringement. Though it is common for costs to be
awarded to the successful party in an infringement action, the award will invariably be insufficient to
cover the full legal costs of bringing the action and this, together with the fact that a full blown
infringement action may be very expensive indeed, has to be borne in mind when action to restrain an
infringement is being contemplated; justice may be yours, but at what cost?

In the UK, damages payments in respect of infringement of intellectual property rights are calculated
with a view to compensating the rights holder for damage done to his/her interests rather than on a
punitive basis. For example, in the use of damages in respect of patent infringements, the aim is to
recompense the patentee for his loss of business by payment to the patentee of a royalty for each
infringing article. The situation in the US is different, however, and wilful infringement can attract a
tripling of damages.

If you suspect that your intellectual property rights are being infringed, tell your Patent Agent or other
legal adviser at the earliest possible moment. If an infringement has only just come to your notice and
you do not delay in taking appropriate action you may be able to obtain an Interlocutory Injunction, that
is a temporary injunction granted right at the outset to oblige the infringer to stop. An interlocutory
injunction is, however, a two edged weapon in that, if it turns out at the end of a lengthy and expensive
trial that you were wrong and you lose the case (for example because your patent that you thought was
valid turns out to be invalid), then you can be made responsible for recompensing the winning party for
the fact that he has not been able to trade in the contested goods while the trial has been ongoing. The
award of an interlocutory injunction is invariably made with the imposition of an undertaking that the
claimant in the action, namely the person bringing the action, will pay damages to the defendant if it
turns out at the end of the day that the injunction was not warranted. If you delay taking action without
due cause, then you most likely will not be able to get an interlocutory injunction.

12.2 How much does an infringement action cost?

For a full blown patent infringement action, where the validity of the patent will invariably be
questioned, the overall cost that has to be faced may be of the order of £75,000 to £100,000 depending
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upon the circumstances and the complexity of the matter that is involved and can be much more than
this. However, the initial cost of consulting with your Patent Agent and other legal advisors, issuing
proceedings and preparing the necessary documentation, and progressing the application up to the
point where it can be seen whether or not you have a fight on your hands or whether the defendants
are most likely to give in, will be less than this and may be of the order of £10,000 to £15,000 depending
upon what is involved. The aggrieved owner of a patent that is being infringed thus needs to consider
his tactics and decide, on the basis of professional advice, just how to run his case and whether or not to
go for an interlocutory injunction.

The infringement of other intellectual property rights and the taking of Court action to restrain the
infringer can give rise to similar orders of cost. However, in copyright infringement actions and
trademark infringement actions the issues may be simpler which obviously will reduce the cost.

It has to be appreciated that far and away the majority of infringement actions are settled by mutual
agreement between the parties. This can happen virtually at the outset once the parties can see the
weight of each other's case, or can come about much later in the course of an action. The high cost of
taking action is a deterrent, but it is a deterrent that works on both parties to the action. If, after
professional advice has been taken and no obvious flaws in one's protection have come to light, and
possibly also initial approaches to the infringer have been rebuffed, there is almost an obligation to take
action against infringers if one's intellectual property rights are to be respected. Intellectual property
rights are, by and large, respected by respectable and reputable parties who will do their utmost to
avoid being publicly called to task in the Courts.

The High Court is the traditional venue for intellectual property litigation, but since 1991 there has been
the possibility to pursue actions involving patents, designs and similar rights (but not trade marks) in the
Patents County Court which was set up specially to relieve the burden of the High Court by encouraging
more simple matters to be litigated out of the High Court where simpler and theoretically less costly
procedures prevail. Patent Agents can conduct litigation in the Patents County Court and Patent Agent
Litigators, namely those patent agents who hold a litigation certificate, can conduct litigation in the High
Court.

13. IPR SUMMARY

Your Intellectual Property is valuable, and you should try to protect it wherever possible. As an example
of the potential worth of IP, IBM generated over $1.5 billion in revenue from their intellectual property
in 2000, and the profit margin for this revenue was in excess of 90%.

If you are working on a new product, then you should consider patenting that product. You should also
consider filing a design application to protect the look of the product. If the product is going to be sold
under a particular trademark, then think about registering that mark. If the product comes with a
manual, then ensure that the manual is marked with a copyright notice. If your product is computer
software, and your principal protection is copyright, then consider incorporating details which would
enable you to prove copying more easily. For example, you could include redundant code or redundant
loops which might look essential to the casual copier, but which are in fact wholly redundant. If this
code appears in an alleged copy, then it will be much harder for the infringer to convince the Courts that
he didn't copy your software.

In general, it is up to you to ensure that your IP is properly protected - and if you do not protect it then

there is every chance that you will lose it. However, your patent agent can help! You may think that the
costs involved are high, but can you afford to give your IP away by taking no action?
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14. ABOUT JENKINS

Jenkins is a firm of patent and trade mark attorneys and certified patent, trade mark and design litigators.
Founded in 1937, we are now one of the largest and most successful intellectual property practices in Europe;
consisting of 15 partners, 24 professional staff, and around 60 support staff, with offices in London, Bristol and
Munich. We specialise in all areas of intellectual property protection worldwide, providing a comprehensive
service in the protection, maintenance and enforcement of IP assets in all technical fields. We regularly feature
in the top rankings in Chambers, the Legal 500, and other independent guides to the IP sector and IP awards.

Our patent attorneys and professionals assist clients in obtaining patents for their inventions, policing their
patents and licensing their patents. We routinely offer professional advice on portfolio management, patent
validity and infringement and can supervise both offensive and defensive litigation for both domestic and
overseas clients. In addition, our trade mark attorneys and professionals handle all aspects of trade mark work,
including advice on unfair competition and domain names, whilst our design team deals with the protection of
registered and unregistered designs, both at the national and the Community level.

Jenkins handles all areas of intellectual property protection on a worldwide basis. We have a wealth of
experience in UK, European and International Intellectual Property law. Our firm provides a comprehensive
service in the protection, maintenance and enforcement of IP assets in most technical fields with particular
expertise in the fields of biotechnology, medtechnology, chemistry, pharmaceuticals and other life science
areas, electronics, computer technology, optics, telecommunications and mechanical engineering,

Our strategic intent is to be a world leading intellectual property law firm; building on our heritage and wealth of
experience to offer excellence in all areas of intellectual property, prosecution and litigation and creating value
for money for our clients through commitment and close involvement with our clients’ commercial strategies.

We have built a reputation for honesty, clarity, creativity and tenacity in the pursuit of our clients’ commercial

goals through the highly focused protection, defence and enforcement of patent, design and trademark rights in
the U.K. and internationally.
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APPENDIX B — UK APPLICATION FLOW CHART

Invention Disclosure Form

1. Title of the Invention:
2. Names of Inventors:
Full Inventor Name Department Home Address Telephone No

Further inventors can be added

3. Please describe what the invention is.

4, Please describe how the invention works (attach diagrams if possible).

5. What is the closest prior art' known to you? Please provide copies of any documents describing this
prior art.

6. What are the problems with the known prior art, and how does this invention overcome

those problems?

7. Has the invention been described or used to anyone outside the company, and if it has been described,
to whom and under what confidentiality agreement?

8. When do you anticipate disclosing the invention outside the company, or first offering a product for
sale?
9. When did you conceive the invention?

I/We declare that the above named inventor(s) is/are, to the best of my/our knowledge, the true and first

inventors of this invention.

(Signature)

(Signature)

! "Prior Art" refers to any system, apparatus or method which has been publicised whether by means of a written

disclosure (such as a patent application or journal) or otherwise (such as by use)
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